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DETAILED ACTION 

Receipt is acknowledged of IDS filed on 1 1/7/07 and amendment to claims, copy of 
certified foreign translated document and remarks all filed on 12/26/07. Claims 11-13 has been 
added as per applicants amendment dated 12/26/07. Claims 1-6 and 8-13 are pending in the 
application and the status of the application is as follows: 
The following new ground of rejection is necessitated by the amendment. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 8 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

This claim is redundant since the limitation of this claim is in claim 1 . 

Claim Rejections - 35 USC §103 

Claims 1-5, and 8-13 are rejected under 35 U.S.C. 103(a) as being obvious over U. S. 
Patent 6,685,953 ('953) PGPUB 200401 15162 ('162) all taken alone and combined with U. S. 
Patent 5,977,038 ('038). 

The instant application is claiming hair cosmetic composition comprising: 

1. Diamide formula A 

2. Cationic surfactant (species is quaternium salt) 

3. Silicone 

4. Non-ionic or amphoteric surfactant 
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Patent '953 teaches external preparations using the same claimed diamide. See the 
abstract, see col.4, formula F for the elected diamide, see col.7, lines 41-56 and see col.8, lines 8- 

30, where patent teaches using diamide in hair care art. Patent at col.7, line 61 teaches adding 
cationic surfactant along with non-ionic and amphoteric surfactant to diamide. See col.8, 11 1-29 
wherein patent clearly teaches diamide in hair cosmetic. 

PGPUB '162 teaches dermato logical preparations using the same claimed diamide. See 
the abstract, see page 3, formula F for the elected diamide. PGPUB at paragraph 26 teaches 
adding cationic surfactants, non-ionic and amphoteric surfactant to diamide. See paragraphs 27- 

31, wherein patent clearly teaches diamide in hair cosmetic. 

The difference between the instant application and the commonly owned patent or 
PGPUB '162 is both these references do not teach silicone with particle size. However patent 
'038 teaches shampoo compositions using the silicone with particle size. See col.3, 11 41 through 
col.4, 11 20 for silicone with particle size. Patent at col.4, 11 30-47 teaches adding cationic 
surfactant and non-ionic surfactants to the compositions. See also col.2, 11 15-40 for specific non- 
ionic and amphoteric surfactant. 

Accordingly it would be obvious to one of ordinary skill in the art at the time the 
invention was made to modify the hair compositions using the diamide of patent along with 
cationic, non-ionic and amphoteric surfactant and add silicones with particle size expecting 
beneficial effect. One of ordinary skill in the art would be motivated to add silicones since the 
idea of combining the ingredients flows logically from the art for having been used in the hair 
care compositions. One of ordinary skill in the art would be motivated to add silicones into the 
compositions with the reasonable expectation of success that the compositions with diamide, 
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cationic and non ionic surfactant impart good touch feel to the hair and adding silicones with 
particle size provide conditioning effects to the hair. This is a prima facie case of obviousness. 

Response to Arguments 
3. Applicant's arguments filed 12/26/07 have been fully considered but they are not 
persuasive. 

Applicants point out that Hoshino et al '953 and Hoshino et al '162 are identical in subject 
matter, since Hoshino ct al '162 issued from a divisional application of the application which 
issued as Hoshino et al '953, therefore, discussion below with regard to the Hoshino et al 
documents will be to Hoshino et al '953, referred to as Hoshino et al per se. 

Applicants argue: 

"While Applicants do not challenge the combination of Hoshino et al and 
Birtwistle et al in the formulation of a shampoo composition, wherein the surfactant is an 
anionic, nonionic, zwitterionic or amphoteric surfactant, or mixtures thereof, it is only 
with the present disclosure as a guide that one of ordinary skill in the art would combine 
a disclosure of a non- cationic surfactant-containing shampoo with a disclosure for a 
cationic surfactant-containing non-shampoo. Birtwistle et al discloses and suggests 
nothing with regard to what effect their silicone would have when combined with a 
cationic surfactant, i.e., a type of surfactant particularly omitted from their component 
(i). Indeed, one of ordinary skill in the art reading this prior art could not have predicted 
the results demonstrated in the specification herein when each of components (A), (B) 
and (C) are present and used in the present pH range. Examples 1-3 are according to the 
present invention. Comparative Examples 1-3 are not. Comparative Example 1 lacks 
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component (C); Comparative Example 2 lacks component (A); and Comparative 
Example 3 contains all three components but its pH is outside the range of the present 
claims. See the compositions and the results in Table I at paragraph [0088] of the 
specification. The Examples and Comparative Examples were evaluated for smoothness 
of hair, moist feeling of hair, prevention of split ends or breakage of hair and storage 
stability. The superior results obtained using the examples of the invention is manifest". 
In response to the above argument, patent '953, PGPUB '162 and patent '038 all teach 
shampoo compositions. Patent '953 at col.7, last paragraph suggest that the compositions can 
have nonionic or cationic or amphoteric and anionic. Surfactants are conventionally used in hair 
care (shampoo or shampoo &conditioner known as 2 in 1) for cleansing the hair. Patent '038 at 
col.l, 11 10-15, teaches that silicones as conditioning agents in cosmetic formulations are well 
known. See below. 

BACKGROUND AND PRIOR ART 

The use of sdieones as conditioning agents in. cosmetic .to 
fornmlatioos Is well k now t and wkkl> dcscurnenled in tht 
patent tiienmi.re, Generally, dispersed droplets of the silicone 
oil are suspended in the compesiuoii, which is then applied 
to the hair to deposit die silicone material on the hair shaft* 

Patent '038 also teaches that emulsified particles of silicone condition the hair. 
Emulsified particles of silicone are formed from silicone and emulsifier. See below. 
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i 

SHAMPOO COMPOSITION'S AND METHOD 

FIELD OF THE INVENTION 

\l\is m\wnti<ni rchk^ u- -4t,.rip"- o^pi^tJ^ns, anci 

mute pan.icubi.rly so shampoo eomposhtoos co.aismi.ng 5 
tmulsitkxi particles ol silicone, *'hid compositions condi* 
lion the ban leaving it softer ami more manageable. 

Therefore one of skill in the hair care art would prepare compositions by using the 
cationic surfactant and diamide and combine it with silicone expecting predictable results, which 
are cleansing the hair and conditioning the hair. 

In response to applicant's argument regarding unexpected results with respect to 
examples 1-3 in the specification, the results are expected in view of having silicone and diamide 
, since diamide is a humectant and silicone provides the hair softness feeling and more 
manageable. The test results are not commensurate with the scope of claims. See below for 



Application/Control Number: 10/743,834 
Art Unit: 1615 



Page 7 



examples 1-3 and comparative examples 1-3. 
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The silicone claimed is specific to two types of emulsions, the average particle size being 
0.5 microns or 100 microns. None of the claims recite that the silicone is in the form of 
emulsions. Note that claim 9 recites particle size from 0.001 to 200 microns. Does CF-2460 and 
SM8740C is sold in having particle size from 0.001-200 microns? 

The cationic surfactant is specific to "stearytrimethylammonium chloride". 

The weight percent is specific for components A-C. Only claim 1 1 meets the requirement 
with respect to components B and C. What is the value for smoothness of hair, moist feeling of 
hair and prevention of splitting agents or breaking of hair when the diamide is 0.2% of claim 11? 
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In conclusion, the test results in the specification are not commensurate with the scope of 

claims. 

Claims 1-6 and 8-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of EP 1,166, 766 ('766) and U. S. Patents '038 and 5,034,218 ('218). 
The instant application is claiming hair cosmetic composition comprising: 

1. Diamide formula A 

2. Cationic surfactant (species is quaternium salt) 

3. Silicone 

4. Non-ionic or amphoteric surfactant 

EP '166 teaches external preparations using the same claimed diamide. See the 
abstract, see page 5, formula F for the elected diamide. EP '766 at paragraph 22 teaches adding 
cationic surfactant along with non- ionic and amphoteric surfactant to diamide. EP at paragraphs 
23-26 clearly teaches diamide in hair cosmetic. EP does not teach silicone with particle size or 
specific cationic surfactants. However patent '038 teaches shampoo compositions using the 
silicone with particle size. See col.3, 11 41 through col.4, 11 20 for silicone with particle size. 
Patent at col.4, 11 30-47 teaches adding cationic surfactant and non-ionic surfactants to the 
compositions. See also col. 2, 11 15-40 for specific non-ionic and amphoteric surfactant. Patent 
'218 teaches stable conditioning shampoo using cationic surfactants and silicone emulsion. See 
the abstract; see col. 5, 11 23 through col. 6 lines 53 for the cationic surfactant and specific 
cationic surfactant that are claimed in the instant application. See col. 7, 11 33-52 for silicones. 
See also paragraph bridging cols 9-10 for the silicones with particle size. See the examples. 
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Accordingly it would be obvious to one of ordinary skill in the art at the time the 
invention was made to modify the hair compositions using the diamide of EP '766 and add 
silicones with particle size and cationic surfactant expecting beneficial effect. One of ordinary 
skill in the art would be motivated to add silicones and cationic surfactant since the idea of 
combining the ingredients flows logically from the art for having been used in the hair care 
compositions. One of ordinary skill in the art would be motivated to add silicones and cationic 
surfactant into the compositions with the reasonable expectation of success that the compositions 
with diamide, cationic and non ionic surfactant impart good touch feel to the hair and adding 
silicones with particle size and cationic surfactant provide conditioning properties such as 
softness to the hair. This is prima facie case of obviousness. 

Response to Arguments 

4. Applicant's arguments filed 12/26/07 have been fully considered but they are not 
persuasive. 

5. Applicants argue: 

"EP Hoshino et al is identical in subject matter to above-discussed Hoshino et al, 
since each claims priority to the same Japanese application filed April 8, 1999 (11- 
101076), and are thus from the same patent family. Duvel is drawn to a hair conditioning 
shampoo containing an anionic cleaning surfactant, a cationic di-long chain alkyl 
quaternary nitrogen-containing conditioning agent, a non-volatile silicone, and an 
anionic cross-linked polymeric suspending agent (Abstract). If the above prior art were 
combined, the result would necessarily include an anionic surfactant. However, the 
presently-claimed invention necessarily excludes the presence of an anionic surfactant. 
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Nevertheless, the above combination of references could not have predicted the superior 

results obtained by the present invention, as discussed above ". 

In response to the above argument, the expression " comprising " in the claims is 
inclusive of anionic surfactant and the claims of the instant application do not exclude anionic 
surfactant. The use of the term "comprising" permits the presence of other ingredients and does 
not preclude the presence of other ingredients, active or inactive, even in major amounts. 
Moleculon Research corp., v. CBS, Inc., 793 F. 2d 1261, 229USPQ 805 (FED. Cir. 1986); In 
re Baxter , 656 F. 2d 679, 210 USPQ 795, 803 (CCPA 1981). 

In response to unexpected results, the results are not commensurate with the scope of 
claims as discussed above. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT Ph. D whose telephone number is 
571-272-0607. The examiner can normally be reached on Monday-Friday, 10:30-7:30: 1st Friday 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/JYOTHSNA A. VENKAT Ph. D/ 
Primary Examiner, Art Unit 1615 



